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REIWARK3 



^alms 1-10 were pending in the application. Clafm 2 is canceied. Clainis 1, 6, 8, 9 
and 10 nrere amended and new claims 11-15 were added. 

"he amendments do not add new matter as each limitation is disclosed. For 
exampli ^ see page 6-6 (for claim 1) and page 8-9 (for claim H). (Saim 6 was merely 
reworde d to place in more proper form for US practice. 



support 



action. 



The new dependent claims were derived from previous claims and are deariy 
d. 

Die objections and rejections will be addressed in the order presented in the office 



Oath/Dedaratlon 



Submitted herewith is a copy of the declaration where the inventor has initialed the 
Gonrectipn of her address. 

(Vccordingly, the rejection/objection should be moot 

Priority Claim 



Examiner has acknowledged the daim for priority but indicates that the certified 
copy of the priority document has not been received. 

IVppllcants include heremth e^dence of the filing and receipt of 0ie document. 
Please Ind attached [a] a copy of the title page of the priority document; and [b] a copy of 
the pos tcard receipt that was stamped received on April 15, 2002. 
/Accordingly, the claim for priority is valid and complete^ 

Rejections tinder S 101 



Claim 1 has been amended to properly recite a method of protecting sidn. Distinct 
and cle ^r steps are set out 

Accordingly, this rejection should be withdrawn. 
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Ref ecUilnB Ur '^^ ^ i -ta ^nd Paragraph 



i) The amendment to daim 1 Is believed to overcome this rejection. 

[li) Respectfully, the terms water-so/trb/e and water-d/spers#fa/e are very well-known 
In the a rt and cannot reasonably be viewed as Indefinite. 9<g? atiacihed PTO 
DATABilsEteearch resute for these terms In patent claims. The search results indicate that 



these terms are not indefinite and are widely used and understood. 

Further, these are not relative terms, but describe properties that a composition 
may or may not possess. Although some of the parameters governing these properties 
may be quantified, this in itself does not render these terms relative and indefinite In the 
contexll of the instant claims. 

It is respectfully requested that the rejection be withdrawn. 

(iii) - (iv) Examiner is not correct that ail o/w formulations are emulsions. 0/W 
formuli Jtions can be microemulslons which are known in the art to be distinguishable from 
conver tlonal emulsions. With respect to cosmetics, e.g., the smaller and more unifonm 
droplei s of the internal phase Impart various properties deemed desirable for oertain 
purpos es. i=or example, microemulslons may be dear or translucent whereas emulsions 
are not* 

Hydrodlsperslon are o/w formulations that are stabilized by thickeners. The 
thlckejiing may actually be of such magnitude as to fdrm a geHike phase* Thus, this Is also 
dlfferept from emulsions and microemulslons. 

in sum, those in' the art would not find these terms vague and confusing. 
It is respectfully requested that the rejections be withdrawn. 

(v)The issues relating to broad recitations being followed by narrower limitations 
has b^en addressed by jamendment of claim 8, and the addition of new claims 12 and 13. 

(vO The term ''customary UV fitter substance" in claim 1 has been deleted. 
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Vii) UWVfTIt r substances are defined in detail Starting at the bottom of page 12 Of 
thespei dficatlon, 

;viiiK>x) The temi "light protection preparation" has been deleted by the foregoing 
amendi nent of claim 8. 

Re^-ectiAnfiUnder8ljQ2 



rhe amended claims clearly recite methods of protecting skin. Accordingly, the 
claims I :annot t>e anticipated by the compositions of Anderle or Eisenhart 



Further, in view of the amendment to claim 1, claim 2 cannot be anticipated by 



Okawa. 



RelecaAnsUfider S 103 



Although Anderle discloses the uses of poiyurethanes in various products, he does 



not suaS^t film forming 0/W emulsions as skin protectants. Further, this deficiency in the 



disctosure is not cured by combining Anderle with Koch or Ansmann. 

At various points in the Anderle reference, certain elements are referred to that 
relate t j the instantly claimed subject matter: e.g., waterbome poiyurethanes, water 
dispers btiity, a sunscreen lotion as in Example 24. However, a fab^ reading of Anderle 
would riot teach or suggest the claimed method to persons of ordinary skill In the art. 



For example, in Ex. 24, one with skill in the art would not appreciate the actual form 



of the Sunscreen lotion. Is It an o/w formulation? If so, Is It an emulsion? Mlcroemulsion? 



sperston? One cannot conclude one way or the other, and neif Keris this-issue-Sven^ 
iific^nce. 

Thus, Examiner makes a substantia! leap when she conclude s that the combination 
of And$rle's polyurethane.sunscreenJotionjtfJj|{i Ansmann and Koch renders 

— ^the'^ciaims obvious. 
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M best, the references provide a substarnial number of oompon nts to pick and 
» from to reconstruct the claims in hlMslght However, any actual sugg^tion in 
Anderl J to an^ive at the claimed method Is mlnln^i - obvious to try, at best. 



choose 



^bein,; 



This is supported by the lact that Anderle's closest prior ^^^^^^}^ disclosed 
a fnm4ormlngo/w emulsion. Further, there IsTio'tTisis to suggest that it 



inherently has these properties. 



It is respectfully requested that the r^ectlons under § 103 be withdrawn. 



Auwetc 
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Last, it is respectfully suggeste^tthat neither Okawa by itself, or combined with 



=|f renders claims 3-4 cbvfou^^^i^)raj3 directed toward an ink stenciling 
composition. As such, it Is clearly non-analogous art. What would be the rationale offered 
to explain why persons of ordinary skill In the cosmetic/dermatological arts would search 
the industrial printing and ink arts for tirss on protecting skin? 

Similarly, there would be no suggestion to combine Okawa's ink stenciling 
compositions with Auweter, whose compositions are solids, and used for animal feeds, 
pharmj iceuticals etc. 

Examiner Is respectfully reminded that the test of obviousness is not whether 
compo nents max be combined, but whether the art yiggests the desirgj^ility of the 
comblr|atlon. The cited references do not teach or suggest the claimed method. 

Accordingly, die rejection should be withdrawn. 
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CONCLUSION 

Applicants have addressed each objection and rejection, and believe that the dalms 
are in c [)ndrtion for allowance. 

Respecnully Submitted, 



East 



McLaughlin & Marcus 

42nd Street 
NY 10017 
Telephohe (212) 80fr0700 



Noma, 
220 
New 



Yoik, 




Theoddre Gottlieb, PhD 
Reg. Nr. 42,597 
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MARK UP OF AMENDED CLAIMS 

1. (Amdnded) Method of using fi l m forming , protecting skin from exposure to light said 
method comprising the topical administration of a cosmetic or dem iatological 0/W 



formuiatlon comprising water-«oluble or water-dispersibie polyurethanes *w having 



improved Improving the water resistance of cosm e tio or dormtato l ogcal f ormutationo and 
further sompri^ng at least one customory UVfiiter substance, the method fur^fgr 
gomprliing the steps of: 
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fg > topicallv applying to said skin a cosmetic or dermatoiogica i formulation 
fipmprislngfilnvforming water disper sible polvurethane composition, 

wherein, the polvurethane composition comprises, 
at least one compon^t forme d bv polvaddftion of m at 
least one di isocvanate and m at least one diol containing 
acid or salt groups, with f im a dHiydric or polv4wdrlc 
compouncLs elected from the group consisting of diols, 
amlnoaicohols. diamines, polvesterols. polvetherol5:.ap.ci 



at least one MV filtering compound; 

(b^ applying said composition to said skin to form a moisture 
resistant laver. 

6. (Amended) The method of claim 1. wherein the UV filter substance is water soluble. 



8. (Amended) The method of claim 1, wherein the cosmetic or demnatological preparations 
compri se one or more water^oluble UV-A filter substances, . part i cular l y water colublo 
tef ^tbstoncGs chos e n from the group cons i sting of phonylcnc l,^ - b i s(2 - 



i rd02yl) - 3,3' - 5,5^^e tf aiHilfonlc ocid ond/or l,4 - dl(a oxo lOqulfo - 3 - 



bensm 

befwyti Jonom e thyPbenzcno ond/or oolto thoroof, parti g u i orly tho corresponding sod wmy 
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iqno l gmmonium salts anc</or the conroGponding 10 - sulfato compoundOy 
4 ^ bte(2 4 Jonz i middgyl) 3,3' 5,5' - tetrasulfon l c acid bio oodium ao l t, 

9. (Amehded) The method as claimed in claim 1, further comprisin g wher e in at least one 
broadbs nd filter g^lected from the group consisting of ig chosen from th e group of Ms- 
resorciniyltrlazines and derivath/es thereof, m porticu l ar 2, 4^ bisCI4 (2 othylhoxyloxy) 2 
pheny l ) 6 ( 4- m e thoxyph e nyl>l,3,5triozinQ. 



10. (Anr^ended) The method as claimed in claim 1 . further comprisin g ' WhcrGin at least onie 
broadband filter wherein said filter is a chosen from tho group of benzotrlazole or derivative 

de rivative s, tfr port i cuJar 2,2' - mQthy1onQbis(6 " (2H bcniEOtriagol g yl) 4 (jUJUa,3 - 
t e tram d thylbu^ yFD phenol) and/or 2 - (2 H- b e nzQtriazo l- 2 - y!) 1 mothyl 6 [2 methyl 3 [1,3,33 - 



tetram e thy^ 1 Ktrimothyls il yOoxyldiisilQxanyllpropy l ip hefiof. 
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